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DETAILED ACTION 

1. Claims 1, 14, 16, 19, 26, 29, 29, 33-34 and 37 have been examined. Application 
09/964,600 (PORTABLE TERMINAL DEVICE FOR PROVIDING AND OBTAINING 
ADVERTISEMENT INFORMATION, ADVERTISEMENT PROVIDING METHOD, 
ADVERTISEMENT OBTAINING METHOD, ADVERTISEMENT DISTRIBUTING 
METHOD AND PROGRAM THEREFOR) has a filing date 09/28/2001 and foreign 
priority 06/04/2001 . 

Response to Amendment 

2. In response to Final Rejection filed 01/23/2008, the Applicant filed an RCE on 
05/23/2008, which amended claims 1, 14, 26, 28, 33, 37 and cancel claims 22, 27 and 
32. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 22, 33 and 37 are rejected under 35 U.S.C. 101 because said claims are 
directed to non-statutory subject matter. Claim 22 is recited as an apparatus claim 
however, said claim is claiming functional descriptive material (i.e. software) as a 
"searching unit" and a "delivering unit" are defined in Applicant's specification as 
software. Also, claim 33 is claiming a person (i.e. an advertisement medium person") in 
an apparatus claim (see MPEP 2105). With respect to claim 37, based on Supreme 
Court precedent, a method/process claim must (1) be tied to another statutory class of 
invention (such as a particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 
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184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing 
(see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim 
that fails to meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here the claim 37 fails 
to meet the above requirements because the steps are neither tied to another statutory 
class of invention (such as a particular apparatus). 

Claim Rejections - 35 USC §112 
4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 14, 16, 19, 26, 29, 29, 33-34 and 37 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. Claim 33 is defined 
as system claim however, said claims is indefinite as is claiming software. Claim 37 is 
indefinite as is a method claim not tied to an apparatus. Claims 1, 14 and 37 are 
indefinite because presents a problem of antecedent basis with the limitation "the 
received goods search condition". Furthermore claims 1, 14, 16, 19, 26, 29, 29, 33-34 
and 37 are indefinite because the limitation "user identifying information of the plurality 
of the advertisement medium persons is received a plurality of times, the user 
identifying information which has been contained every time in the received user 
identifying, information is determined, the advertising information of the goods 
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conforming, to the received goods search conditions among the goods associated with 
the advertisement medium person corresponding to the determined user identifying 
information is found" is indefinite as said limitation does not mention where said user 
identifying information of the plurality of the advertisement medium persons is received. 
Furthermore, the limitation "the user identifying information which has been contained 
every time in the received user identifying information is determined" is indefinite 
because it is not clear if "the received user identifying information" is an apparatus or a 
person?) and also is not clear how user identifying information is contained in user 
identifying information? Furthermore, the limitation "user identifying information of the 
plurality of the advertisement medium persons is received a plurality of times" would be 
interpreted as sending identifying information about all persons that have 
advertisements in their portable devices. For purpose of art rejection the limitation the 
limitation "the advertising information of the goods conforming, to the received goods 
search conditions among the goods associated with the advertisement medium person 
corresponding to the determined user identifying information is found" would be 
interpreted as meaning finding advertisements associated with an advertisement 
medium person. 

Claims 1,14 and 37 recite the limitation "the received goods search conditions". 
Claims 1, 14, 26, 28, 33 and 37 recite "the plurality of the advertisement medium 
persons. There is insufficient antecedent basis for these limitations in the claims. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 

Claims 1, 14, 16, 19, 26, 28, 29, 33-34 and 37 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Pradhan (US 2002/0160759). 

As per claim 1 , Pradhan teaches: 

An advertisement distributing method of a server providing advertising 
information, comprising: 

receiving user-specified information about an advertisement medium person 
having goods on or with and a retrieval condition of goods from a portable terminal 
device of a consumer, said receiving being at the server connected with said portable 
terminal device of the consumer through a network (see paragraphs 45-49; 90 and 
120); 

specifying the advertisement medium person corresponding to the received user- 
specified information among user specified information of a plurality of advertisement 
medium persons stored in a storage device in advance, and retrieving, from the 
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advertising information of a plurality of goods stored in the storage device, advertising 
information of goods corresponding to the retrieval condition among goods associated 
with the specified advertisement medium person, said specifying and said retrieving 
being executed by the server (see paragraphs 48-50; 105-108, 120-123); and 

distributing the advertising information obtained by said retrieving to the portable 
terminal device of the consumer via the network (see paragraph 7); 

user identifying information of the plurality of the advertisement medium persons 
is received a plurality of times (see paragraph 114 "there are a plurality of 
advertisements accepted by a consumer device"), 

the user identifying information which has been contained every time in the 
received user identifying information is determined, the advertising information of the 
goods conforming to the received goods search conditions among the goods associated 
with the advertisement medium person corresponding to the determined user identifying 
information is found (see figure 8 " a plurality of advertisements from advertisements 
medium persons are found in the consumer's portable device in order that the 
consumer communicates with the advertisers portable device which transmitted the 
advertisements (see paragraph 105), and 

wherein the advertising distributing method is used with an advertising providing 
system having a portable terminal device of the advertisement medium person having 
the goods on or with (see paragraph 106, 123), and the portable terminal device of the 
consumer receiving advertising information connected to the server via the network (see 
paragraph 7). 
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As per claim 1 4, Pradhan teaches: 

A computer readable medium having a program stored therein for causing a 
computer to execute operation comprising: 

receiving user-specified information about an advertisement medium person 
having goods on or with a retrieval condition of goods from a portable terminal device of 
a consumer, said receiving being at the server connected with said portable terminal 
device of the consumer through a network (see paragraphs 45-50; 90 and 120); 

specifying the advertisement medium person corresponding to the received user- 
specified information among user specified information of a plurality of advertisement 
medium persons stored in a storage device in advance, and retrieving, from the 
advertising information of a plurality of goods stored in the storage device, advertising 
information of goods corresponding to the retrieval condition among goods associated 
with the specified advertisement medium person, said specifying and said retrieving 
being executed by the server (see paragraphs 105-108 and 120-123); and 

distributing the advertising information obtained by said retrieving to the portable 
terminal device of the consumer via the network (see figure 8); 

user identifying information of the plurality of the advertisement medium persons 
is received a plurality of times (see paragraph 114 "there are a plurality of 
advertisements accepted by a consumer device"), 

the user identifying information which has been contained every time in the 
received user identifying information is determined, the advertising information of the 
goods conforming to the received goods search conditions among the goods associated 
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with the advertisement medium person corresponding to the determined user identifying 
information is found (see figure 8 " a plurality of advertisements from advertisements 
medium persons are found in the consumer's portable device in order that the 
consumer communicates with the advertisers portable device which transmitted the 
advertisements (see paragraph 105), and 

wherein the advertising distributing method is used with an advertising providing 
system having a portable terminal device of the advertisement medium person having 
the goods on or with (see paragraphs 106 and 123), and the portable terminal device of 
the consumer receiving advertising information connected to the server via the network 
(see paragraph 7). 

As per claim 1 6, Pradhan teaches: 

The advertisement distributing method of claim 1, comprising: 
receiving a user entry of the person having the goods on or with (see paragraph 
99) and 

distributing the advertising information about the goods obtained by said 
retrieving to a portable terminal device of person (see paragraph 99), and 

requesting transmission of the advertising information or transmitting the 
advertising information between the portable terminal device of the person and the 
portable terminal device of the consumer (see figure 1 ). 

As per claim 1 9, Pradhan teaches: 

The method according to claim 1, wherein said user information comprises user- 
specified information, information designating whether or not an advertisement can be 
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distributed, a term of distribution, and information designating access destination for 
advertising information (see paragraph 7). 
As per claim 26, Pradhan teaches: 

An advertising information delivery method for use with a server device, 
comprising: 

receiving from a portable terminal device of a consumer via a network a 
reviewing request, which contains user identifying information of person having goods 
on or with said persons and goods search conditions (see figure 1 and paragraph 125); 

determining, based on information about the person, an advertisement medium 
person having user identification information, corresponding to the received user 
identifying information (see paragraph 120), 

finding from the storage unit, advertising information of goods conforming to the 
received goods search conditions among the goods associated with the advertisement 
medium person (see paragraph 120); and 

delivering the found advertising information to the portable terminal device of the 
consumer (see paragraph 115). 

user identifying information of the plurality of said persons is received a plurality 
of times (see paragraph 114 "there are a plurality of advertisements accepted by a 
consumer device"), 

the user identifying information which has been contained every time in the 
received user identifying information is determined, the advertising information of the 
goods conforming to the received goods search conditions among the goods associated 
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with said person corresponding to the determined user identifying information is found 
(see figure 8 " a plurality of advertisements from advertisements medium persons are 
found in the consumer's portable device in order that the consumer communicates with 
the advertisers portable device which transmitted the advertisements (see paragraph 
105), and 

As per claim 28, Pradhan teaches: 

An advertising information acquiring method for enabling a portable terminal 
device of a consumer to acquire advertising information from a server device via a 
network, comprising: 

receiving from other portable terminal devices, which are carried by persons 
having goods on or with, user identifying information of the persons (see figure 1 and 
paragraph 106) 

obtaining an input of the consumer specifying goods search conditions (see 
paragraph 114); 

transmitting to the server device, a reviewing request including both the user 
identifying information and the goods search conditions (see paragraphs 114); 

specifying, by the server device, an advertisement medium person corresponding 
to the received user identifying information of said persons stored in advance, and 
retrieving advertising information of goods corresponding to the goods search 
conditions (see paragraph 114); 
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acquiring the advertising information of goods retrieved by the server device, said 
advertising information of goods corresponding to said goods search conditions (see 
paragraphs 45-49) and 

distributing the advertising information obtained by said retrieving to the portable 
terminal device of the consumer via the network (see paragraph 1 1 5), 

user identifying information of the plurality of the advertisement medium persons 
is received a plurality of times (see paragraph 114 "there are a plurality of 
advertisements accepted by a consumer device"), 

the user identifying information which has been contained every time in the 
received user identifying information is determined, the advertising information of the 
goods conforming to the received goods search conditions among the goods associated 
with the advertisement medium person corresponding to the determined user identifying 
information is found (see figure 8 " a plurality of advertisements from advertisements 
medium persons are found in the consumer's portable device in order that the 
consumer communicates with the advertisers portable device which transmitted the 
advertisements (see paragraph 105), and 

wherein the advertising information of goods corresponds to an advertisement 
medium person who corresponds to said user identifying information (see paragraphs 
105-107). 

As per claim 29, Pradhan teaches: 

the user identifying information is received from the portable terminal devices a 
plurality of times (see paragraph 114); and 
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the user identifying information and goods search conditions received a plurality 
of times are transmitted to the server device to determine said one or more said 
persons (see paragraphs 114-115). 

As per claim 33, Pradhan teaches: 

A server device for delivering advertising information of goods to a portable 
terminal device of a consumer via a network, comprising: 

a receiving unit receiving from the portable terminal device of the consumer, a 
reviewing request, includes user identifying information of persons having goods on or 
with and goods search conditions (see paragraphs 105-106); 

a searching unit determining, from information stored in a storage unit and 
containing user identifying information of plurality of persons (see paragraph 114), an 
advertisement medium person corresponding to the received user identifying 
information, and finding, from the storage unit, advertising information of the goods 
conforming to the received goods search conditions among the goods associated with 
the determined person (see paragraph 114); and 

a delivery unit delivering the found advertising information to the portable 
terminal device of the consumer via a network (see paragraph 115). 

user identifying information of the plurality of said persons is received a plurality 
of times (see paragraph 114 "there are a plurality of advertisements accepted by a 
consumer device"), 

the user identifying information which has been contained every time in the 
received user identifying information is determined, the advertising information of the 
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goods conforming to the received goods search conditions among the goods associated 
with said person corresponding to the determined user identifying information is found 
(see figure 8 " a plurality of advertisements from advertisements medium persons are 
found in the consumer's portable device in order that the consumer communicates with 
the advertisers portable device which transmitted the advertisements (see paragraph 
105), and 

As per claim 34, Pradhan teaches: 

The server advice according to claim 33, wherein: 

the receiver unit receives the user identifying information every time when the 
user identifying information being received by the portable terminal device of the 
consumer a plurality of times (see paragraph 120); and 

the searching unit determines the user identifying information contained every 
time among the user identifying information received a plurality of times by the receiver 
unit and finding the advertising information of the goods conforming to the received 
goods search conditions among the goods associated with said person corresponding 
to the determined the user identifying information (see paragraphs 114-115). 

As per claim 37, Pradhan teaches: 

A method of providing advertisement, comprising: 

storing a predetermined advertisement on a portable terminal of a first user, said 
predetermined advertisement being transmitted from a provider of a product and 
identifying the product (see paragraph 114); 
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receiving user-specified information of the first user including a retrieval condition 
from a second user (see paragraph 7); and 

retrieving said advertisement from the portable terminal of the first user 
responsive to receipt of the user-specified information and said retrieval condition from 
the second user and transmitting said advertisement to a device of the second user, 
thereby enabling the first user to provide said advertisement on behalf of the provider of 
the product (see paragraphs 105-106). 

user identifying information of the plurality of said persons is received a plurality 
of times (see paragraph 114 "there are a plurality of advertisements accepted by a 
consumer device"), 

the user identifying information which has been contained every time in the 
received user identifying information is determined, the advertising information of the 
goods conforming to the received goods search conditions among the goods associated 
with said person corresponding to the determined user identifying information is found 
(see figure 8 " a plurality of advertisements from advertisements medium persons are 
found in the consumer's portable device in order that the consumer communicates with 
the advertisers portable device which transmitted the advertisements (see paragraph 
105). 

Response to Arguments 

6. Applicant's arguments filed 07/17/2008 have been fully considered but they are 
not persuasive. The Applicant argues that Pradhan does not teach "user identifying 
information of the plurality of the advertisement medium persons is received a plurality 
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of times and the advertising information of the goods conforming to the received goods 
search conditions among the goods associated with the advertisement medium person 
corresponding to the determined user identifying information is found. The Examiner 
answers that Pradhan teaches in figure 8 and paragraph 105 that a plurality of 
advertisements from advertisements medium persons are found in the consumer's 
portable device in order that the consumer communicates with the advertisement 
medium person devices which transmitted the advertisements. Therefore, contrary to 
Applicant's argument, Pradhan teaches Applicant's claimed limitation. 

The Applicant argues that Pradhan does not provide enabling disclosure 
pertaining to the claimed feature of receiving user-specified information about an 
advertisement medium person. The Examiner answers that Pradhan teaches providing 
to a consumer advertiser information about how to contact an advertiser (i.e. 
advertisement medium person) (see paragraph 114). Therefore, contrary to Applicant's 
argument, Pradhan teaches Applicant's claimed invention and is enabling. 

The Applicant argues that the limitation "advertising information of goods 
corresponding to the retrieval condition among goods associated with the specified 
advertisement medium person" means that advertising information is retrieved based on 
information of the advertisement medium person while the advertising information may 
be sent to any user. The Examiner answers that the Examiner is not reading said 
interpretation from the claims as the claims are indefinite due to antecedent problems 
and lack of structure (i.e. apparatus) in the claims. 
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Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/DANIEL LASTRA/ 
Art Unit 3688 
September 1, 2008 



